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REMARKS 

In the Office Action maUed 3/20/2006, Qaims 1-2, 9-11, 14-17 and 19-20 wete 
rejected as being anticipated by the prior art under 35 U.S.C. §102(b). Claims 3-4, 6-8, 12- 
13 and 18 were rejected as being obvious over the prior art under 35 U.S.C, § 103. Claim 5 
was canceled. 

AH)licant has herein amended claims 4, 6 and 9, and now respeclfiilly traverses the 
claim rejections for the reasons set forth below. 

Technical Issues 

In the interest in a satisfactory disposition of this case without the need fiar furth^ 
prolonged prosecution, AppUcant is compelled to address what appears to be confusion or 
inisunderstanding by the Examiner regarding the riature of AppHc^^ Applicant 
believes that this issue is central to the repeated rejections of ite daixns Miicre the x^ecttons 
are grounded in references that sinq)ly are not analogous to Applicant's inventioiL 

To this end. Applicant has provided the attached sheet of fetches labeled Examples 
A, B and C. Eadi of these exan^les dq>ict a different approach for ^rcating a hole in a 
piece of flat material. Example A depicts /^plicant's unique punching device and method. 
The oxandrel (having a punch attached to its head) is driven towards the ixiaterial to be 
pundxed by a powder-actuated tool. The punch, vvhexy it strikes the material, causes a blank 
to be punched out of the material. As is extensively discussed in the specification, the 
particular value ofthis approach is that no "die" is necessary. Hie environment fori^ch 
this design was conceived was for Ae construction of commercial buildings, where holes 
must be formed in the metal subfloors so that wires, pipes, etc. can pass through flie metal 

-6/11- 
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subfloor to reach an adjacent floor* I>ue to the sheer number of holes to be fomed, and 
large surfece area of the metal subfloor (and the feet that the sheet of metal which is the 
subfloor is now a part of tibc building), the uni-directtonal approach for puncshing holes is a 
critical aspect No prior method would provide satis&ctoiy results. 

Example B depicts a conventional punch press process. This is the approach used 
by both Ting) and Adleman . It involves jnessing the punch through the material v^le the 
die supports the opposing side of the material. In most cases, this process occurs within the 
press^ and die die is actually attached to the press. 

Example C depicts a conventional draw press process. This is tihc approach used by 
and Adleman (Adieman discloses its punch as being suitable for either punch presses 
or draw presses). In this ai>proddi, the punch is pulled towards the force-creating tool (in 
this case being pulled iq>wardly). The die is attached or incorporated within the force- 
creating tooL The first step in the draw press process requires that a hole be finmed in the 
material so that the shank of the punch can be slid through until it engages the force-creatiixg 
tooL This is not even similar to tibe process of Example A. and would be unsuitable in the 
environment for wfaidi Applicant's xo^^ention was conceived because it would require a 
second worker in the next floor down to feed the punch shank up through the hole formed in 
themateriaL 

Hopefully this will clarify tiw distincdons between the operation of AppUcairt's 
invention and die operatton of the cited prior art, at least for the purpose of expediting die 
successful prosecution of this application. 



-7/11- 



PA6E9/18'RCVDAT612(tl200S 8:54:19PM [Eastern DayGgM 



0&/2Q/20e& 18:02 



619&S22e03 



STEINS & ASSOCIATES 



PAGE 10 



Anticipation Rejections 

Claims 1-2, 9-11, 14-17 and 19-20 were rejected as bemg anticipated by Timp, 
Ls^erwaldandDucr^ under 35 US,C §102(b). 

None of these references teach, disclose or suggest each and every element of flie 
claims as arranged in the claims. To graphically demonstrate this. Applicant has provided 
marked-np copies of these rejGacences wherein the Examiner's purported element-by-element 
analysis is shown. As for Timp^ except for the punch labeled as element 16 by this 
reference, it is impossible to discern any conelatton between the teachings of this reference 
and what is recited by Applicant's claims. In particular, there is no mandrel, there is no 
disk^^aped head on said mandrel, nor is there a mandid head Please 
refa to the atlached marked-up copv of Timp ^s Figure 1. 

As for Lowenvald. either the mandrel does not have a disk-shaped head, or the 
punch does not have a flat base end adjacent to the disk->sh^>ed head. 

Fmally, Ducret is a draw punch. Its punch is drawn towards the die by a shaft 24. 
There is no man d rel, nor is tfa^ a disk-shaped head of the mandrel. 

These references fail to teach or oiable^ each of the claimed elements (arranged as in 
the claim)^ expressly or inherently^ as interpreted by one of ordinary skill in the art,"* and 
flierrfore this ground for rejection must be allowed. 



^ Lmdemann Maschinenfabrik GmbH v. Ameriam Hoist & Derrick Co.^22l USPQ at 4$5. 
^ Continenial Can Co. USA v. Afonjanto Co., 20 USPQ 2d at 1749-50. 

iQOif^^ ^^^^ ^ «ey««rcft Found v. Genentech Inc., 927 F.2d 1565," 18 USPQ 2d 1001, 1010 (Fed Cir. 




, 1 USPQ 2d 1241, 1245 (Fed. Cir. 1986) (dttag In 
SCPA 1964). 
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Obvionspess Rejections 

Claims 3-4, 6-8» 12-13 and 18 were rejected as being obvious over Tim p/Aldeman. 
Ducret aod Timp /Loerwald under 35 U.S.C. § 103. 

As discussed in the Technical Issues section, Timp . Ducret and Aldeman all disclose 
either punch pressing or draw pressii>g processes and structure. Nothing in tibiese reference 
suggests using a uni-directional, die-less punch process used by Applicant's invention, 
Loerwald does disclose a uni-diiectLonal pwch for paint cans> but as discussed in 
connection with the Technical Issues, Loerwald does not include all of the elements of 
Applicant's claimed invention O-e. the mandrel head). Furthermore, Loerwald does not 
suggest any use of a powder-actuated tool in its method for forming a hole in the paint can. 
While Ducret docs disclose the use of a powder-actuated tool to fotm a hole, it only 
suggests doing so in a draw press process. There is no evidence that one of ordinaiy skill in 
the art would combine a powder-actuated driving force with a urn-directional, die-less punch 
process, such as Loerwald In &ct the long history of pundbdng metal had only in^^ 
pressing^ with the possible exception of Loerwald . As such, it appears that the ExaxninCT is 
using hindsight to conclude thart such a combinadon would have been obvious. Applicant 
vehemMtiy disputes this because until he conceived the claitned invention, there was no 
punching process thai was suitable for his environmcnL It is Applicant's respectful 
position that the substantial benefits shown by the operational comparisons are clear 
evidence of "secondary considerattons" indicating nonobviousness, and that the 
Examiner has used his personal knowledge in reaching his conclusion that the combining 
L oerwald and Ducret would have even been considered by one of ordinary skill. As 
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such. Applicant respectfuUy requests that Examiner provide an affidavit as to the use of 
his personal knowledge in Ms taking this Official Notice/ 

Since there is ho suggestion to combine feese references, nor any suggestion to 
modify ^£crc/ or TlfwE? and these references, even if combined or modified, would not 
teach* the elements of Applicant's claims, their modification or combination would not be 
sufficient to have made the claimed invention obvious to one of ordinaiy skill in the art/ 
and these grounds for rejection must be withdrawn. 

As for the Examiner's comments regarding Claim 13, Applicant lespectfolly asserts 
that the entire language of the claim, including the structural limitations added by that clakn 
do limit the claim, and therefore the *Svhercaar el^nent does differenriate the claimed 
apparatus from the prior art 



37 CJJL ^ip70>) 3heii a rejectimx in an aj^Ucation is based on fects within the personal knowledge of 
^ empjcoree of &e Office, fte data shall be as specific as possfljle, and the jrefcrencc must be supported 
wh^called for by the applicant, by the aflSdavit of such employee, and such affidavit shaU be ^Jceuo 
contradicticm or explanation by Ae affidavits of the ^pUcam and oftier persons " 

f ^ \lJi^.lT2J'''if^'^'^ ^^'^^^ ^ USPQ 2d 1241. 1245 (Fed Cir. 19S6) (citing /„ 
re Brown, 329 FJZd 1006, lOl 1. 141 USPQ 245, 249 (CCPA 1964). 
RaekwemmnCarp. v. United States, 147 F3d Z358, 47 USPQ 2d 1027, 1033 (Fed. Cir. 199S). 
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Condiision 

In view of the foregoing amendments and remarks, AppKcant respectfiiUy requests 
that ihe application be rcconsideied, the claims be aUowed, and the case passed to issue. 



Respectfiilly submitted, 
STEINS & ASSOCIATES 




Karl M Steins 
Registration No. 40,1 86 
2333 Camino del Rio Soudi 
Suite 120 

San Diego, CaKfomia 92108 
Telephone: (619)692-2004 
Facsimile: (619)692-2003 



-ll/U- 

PA(X13/18'RCVDATW068:M:19PM [Eastern DayDgM 



06/20/2086 18:02 6196922003 STEINS & ASSOCIATES PAGE 15 



inn 



United states Patent m 

Timp et «1, 



{11] Patent Nmnben 
{4S) Date of Patent; 



5^29,835 
Jul 19, 1S94 



[S4] A1>JUSTABLE LENGTH PUKCn SET 

H. Mo rtkt ad, WUm Bear Lake, ill 



ABSIHACr 



[73] 



Autgnee WDira Tod IhiBnurtimid, Ike, 
Wldu B«tf Lake, Miftn. 



{21] Appl. Na« 9S8,0a 
mj Hied: Oct7,im 



t5i] 

(5B] 



. a3/W$ 83/6M.71 



U JL PATENT DOCDMEffTS 



3,«48«4^ U/1974 Stev«m a 

^??5'2S vofiLBis«4oiff »/m6 

. tS/140 

, sa/140 



WBa407 - 



yjnom^ 49<n4 or Ftm-^frttCnlaoii & Byran 



. 83/700 JC 



An tfVustaUe lm$^ pandi set tssesibly for idjustiog 
the OvcnQ let^ of a pooch luvtag ft pttmJk dTivtf fl^ 
pittieh Ixildcr that *ft axoUy ^qeuMc ftl»t]ve to each 
cMlitraiidniunedmleuttDpazt whUaapiac^ gn6t 
cleeve «M tiascd axiagy raspect thexrto by a btA|. 
mg spriQg. A loGknif ptUb botton is po«idgocd azi&Uy 
witttn and amsnie timmsii a bdle of tb« ptmch 
ddver, the pnib bmon beine miaveiUe betwm a ikst 
position for JoGkiBs&BppDchdxiw Willi Inspect to the 
puBcA holder to pravem hngth adjmtneQi by roiatuin 
of matnally ensftgeobk thfttdnd pvctionB thcnof^ A9d « 
second potition allowing idative ro^tttoo of the pooch 
driver azid punch holder ahzqg ^» mutUBily y^^Jngga^»|fr 
tbtt9djci portioat to effect lengih a^^gAmcBt. Thspoih 
button ioohidcs rae or mOic detcmt faannaS (tieneci. 

detenti being eagas«tbie with ooe or mare Rra 
detent nop(B) Ibnoed b tho punch driver and seeood 
detent stppfy) fonoed in the ptmch holder. The nambef 
of Kcao4 detoit itops in the pmeh holder pnfcrBtaly is 
le» than the niaohef of fint detent stops of the pUa^ 
djriver, taeh thai 4>e oimiber of fint detent stops in aa 
integer muiuple of the one or store detente of the pu^ 
batton. A 9ptvi$ ii provided for bkimg th« toddng 
pu»h battoD Imo the ftrei position. The sptia^ is depress* 
ibte by «n estsrnal force e^ed throngh the hole tn xhe 
pofteb driver to tha pwh bttuon thereby amviag 
posh bttttoo iBta ths a&eond poshioB. 

10 Oilini^ 3 DnivlB^ Shms 




H'AGEIS/IS'lKiVDATmOOSKMildPM [Eastern DayO^ 



06/20/2096 is: 02 6196922003 



STEINS & ASSOCIATES 



PAGE 16 




8EST AVAILABLE COW 



USL Patent 



Fd).28,19%) 



4,807^67 




. 1, 



u7. 



PA6E1lf18'RCVDATai20i2ll(l6 8:54:19 PMIEastanDayOntit rone] 



'SVIKUSPTO{FXRF^<DiaS:27383l)0'C$ID:6196922(l03mTiON 



06/20/2006 18:02 6196922003 



STEINS & ASSOCIATES 



PAGE 



BEST AVAIUBLE COPV 



United States Patent 



[11] Patfint Number: 
K5__P»te of Patent 



4,793,063 
Deiw27, 12>98 



[54] PUNCH GUN 



(21] 
[22] 

t38I 

m 



Livcmon X4i6lHiC.Diiomi9Tod*»Dfilhto, 

Old Greexzwidi, Cana, 06B7Q 
AppLNo; 32,770 
I^led^ Mv.3l,19e7 

a« 

u^o.....^ . 



tm 

neu or saiveh -i . ao/ura 4, 3$?, 

Xl/277,301. 31fi;227/9»l0 



us. PATENT JDOGUMENT^ 



2^17^ lonns iteik . 




. 3Q/DIa.4X 



PORSKIM PATENT DOCUMENTS 
91994D 9/19S4 P«L Rep, of OanMny J(VOta 4 

PI ABSTRACT 

Anc»ptoBh««otaitedjb«iidtoalfo^ _^ 



located 1 



I ftpQIICh 1 



maiBtbl bdB$ 



w^fejtoiW tactade mcaxw fbr arming th^ firfng 
muniHiit inn by ratatioa of a tockzDg rfn^ wlach secnns 
125?f5? "^^ttttjw-wwl ™a» to pi^t move. 

a flxmg pto unlttj a tevw hM bceo moved ftum 
«a OFF podtton to tbe ON pcHitfoiL ^ 




BEST AVAILABLE COPY 

PAGE 17I18'RCVDAT»2IN20(I88:54:19PM [Eastern Daylpr^^^ 



06/20/2^86 13:02 6196922003 



STEINS & ASSOCIATES 



PAGE 



Vmted States Patent m 

AiDcman et al» 



(541 

173] 
I21J 
CZ2J 

m 
m 



lav^Dtam Larry G. Adlam^ Riduwd n, 

MtHtnaphj, bo«ti of Rockfoftf. ID. 

Sla.Z ^B26PlAiO 



[HI PfttBQt Nnmbm 
Pate of PMentt 



4,543,722 
Oct i^ms 



Ul4,70Ji 9/J940 Sewn 1 

4,728,927 4/1973 FBritote-etal 

^Aijfliy £«nm£»fir_I>o,^iM D. Wins 



— 30/3«% fi3/6B8 

;« 30^6^ 361, 3S9, 366^ 



f56j 



30/367, 4^375ir:^5:?24W.^ 



U.S. PATENT DOOJMENTO 



^ ■iiMi'J~jth & f«mal» 

(remove ashiff Iij two ndM5\iTom * TsBiSr 

' i^mrVriln T 1 Ii f l l l jiiM IH| [! a ui j uTII rilZIjr 




BEST AVAILABLE COPY 



PAGE1ff18'RCVDAT6QI»20088:54:19PMpstemDay0glitrDne]'SVR:US^^ 



